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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

The amendment filed 2/29/2008 has been received, entered and carefully considered. 
The following information provided in the amendment affects the instant application: 

1. Claims 2, 5, 8, 1 1-12, 17 and 25 have been canceled. 

2. Remarks drawn to rejections under 35 USC 112, first paragraph. 
Claims 1, 3-4, 6-7, 9-10, 13-16, 18-24 and 26-27 are pending in the case. 
The following new rejections are made of record. 

Claim Objections 

Claims 24 and 26 are objected to because of the following informalities: Claims 24 and 
26 are seen as duplicates of claim 1 . Claims 24 and 26 should be cancelled. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The rejection of Claims 1,3-4, 6-7, 9-10, 12-16, 18-24 and 26-27 under 35 U.S.C. 112, 
first paragraph, because the specification, while being enabling for making resistant starch with 
a whiteness level of 65, does not reasonably provide enablement for making resistant starch 
having a whiteness level above 65 using the conditions as instantly claimed, has been overcome 
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by filing a Declaration under 35 CFR 1.132, Exhibits A and B, which shows that the claimed 
resistant starch with a whiteness level above 65 is obtained at 170°C. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 23 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 23 recites manufacturing a food product from said resistant starch but does not 
recite the process steps for the same. In the absence of process steps for the said method of 
manufacturing the claim is rendered indefinite. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 27 is rejected under 35 U.S.C. 102(b) as being anticipated by Ohkuma et al (US 
5,358,729) of record. 

Ohkuma teaches resistant dextrin having a whiteness level of 66 (col. 23, Table 13, Exp. 
Ex. 1). This teaching is also seen to meet the limitations of instant claims 27. Instant claim 27 is 
a product-by-process claim, which is a product claim. It is drawn to a starch having a whiteness 
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level of at least 65. According to paragraph 0013, at page 4 of the specification, dextrin falls 
under the category of starch. 

Product-by-Process claims are not limited to the manipulations of the recited steps, only 
the structure implied by the steps. 

"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). 



Conclusion 

1. Claims 1, 3-4, 6-7, 9-10, 13-16, 18-22, drawn to a process for making 
resistant starch having a whiteness level of at least 65 are seen to be free 
of prior art. 

2. Claims 24 and 26 are objected to. 

3. Claim 27 is rejected. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ganapathy Krishnan whose telephone number is 571-272-0654. 
The examiner can normally be reached on 8.30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia A. Jiang can be reached on 571-272-0627. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Shaojia Anna Jiang, Ph.D./ 

Supervisory Patent Examiner, Art Unit 1623 



